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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set forth 
in 37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 
1.17(e) has been timely paid, the finality of the previous Office action has been withdrawn 
pursuant to 37 CFR 1.114. Applicant's submission filed on 01 December 2005 has been 
entered. 

2. Applicant's representative, Ricardo Unikel, requested the examiner call before 
working on the case. A call was placed February 3, 2006, but the examiner was unable to 
get in touch with the representative. If an interview is desired by the applicant now that 
the examiner has worked on the case, one can be arranged. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner 
and process of making and using it, in such full, clear, concise, and exact terms as to 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and use the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

4. Claims 23, 24, and 26 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor, at the time the application was filed, had possession of 
the claimed invention. There is not support found in the specification for using a pair of 
scissors to cut the transfer sheet as required by claims 23 and 26. Applicant has pointed to 
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the drawings and various locations in the specification as showing support for all the new 
claims, but the examiner did not find support for cutting the transfer sheet either in 
drawings or in the specification. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

6. Claims 1-5 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

7. In claim 1, lines 8-10, and claim 2, lines 2-5, after the phrase "including" applicant 
lists several types of adhesive, but it is unclear if these adhesives are part of the claimed 
invention. They seem to be examples of the adhesive which can be used invention, but the 
scope of the claim is unclear. See MPEP § 2173.05(d). 



Claim Rejections - 35 USC §102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country 
or in public use or on sale in this country, more than one year prior to the date of application 
for patent in the United States. 

9. Claims 1, 2, 4, 5, 10, and 11 are rejected under 35 U.S.C. 102(b) as anticipated by 
Brault et al. (US Patent No. 5,601,959). 

Brault discloses a transfer method comprising the steps of (Figures 1-12; column 4, 
line 38 to column 9, line 63): 

(1) Providing a transfer sheet comprising a carrier (24) and transferable overcoating 
layer (26) (column 4, lines 20-35); 
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(2) Providing a pattern (18) onto the upper surface of the transfer sheet by 
electrophotographic printing (column 4, lines 38-62); 

(3) Applying an adhesive (22) onto the image (18) disposed on the surface of the 
transfer sheet (24, 26) (column 5, line 41 to column 6, line 17); 

(4) Contacting under the effects of pressure and/or heat, the adhesive coated 
transfer sheet (24, 26, 18, 22) with a target substrate (20) to bond and transfer the image 
(18) onto the substrate (20) via the adhesive layer (22) (column 6, lines 27-63); and 

(5) Stripping or peeling the carrier (24) of the transfer sheet (24, 26) from the 
image (18) adhesively bonded to the substrate (20) (column 6, lines 64-68). 

Regarding applicant claim 1 , Brault discloses the adhesive may comprise a pressure- 
sensitive, such as 3M Scotch Brand Spray Mount (a transparent adhesive), heat activated 
adhesives such as those based on thermoplastic polyurethane, polycaprolactone, and acrylic 
copolymers (column 5, lines 41 to column 6, line 26). While there is no specific mentioning 
of the surface tension of the adhesive, it is appreciated that these types of adhesives by 
their very nature would have a surface tension where it moves smoothly on the upper 
surface of the pattern. 

As to claim 2 , the adhesive used in Brault is capable of being colored by paint. 

Regarding applicant claims 4. 5, 10, and 11 . Brault discloses that the transfer sheet 
(24, 26) may utilize a release layer ("remover layer") (30) disposed over the carrier sheet 
by coating (column 8, lines 55-59). 

Claim Rejections - 35 USC §103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
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matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

11. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Brault as 
applied to claim 1 above, and further in view of Sandor (US Patent No. 6,110,317). 

Brault discloses a transfer method wherein the transfer sheet includes an 
intermediate layer (26) between the release layer (30) and the image layer (18) which, 
upon transfer, remains attached in an overlaying relationship to the image layer (18) 
adhered to the substrate (20) by adhesive layer (22). Brault further discloses that the 
intermediate layer (26) is transparent and protects the image (18) from abrasion, fading, 
chemical degradation or damage (column 9, lines 13-20). 

Although they do not specifically disclose, as per applicant claim 3 , that such a 
protective layer is applied over the transferred image after the transfer step has been 
carried out, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide the protective layer of Brault either simultaneously with 
transfer or as a subsequent step following transfer motivated by the fact that Sandor, also 
drawn to method for the adhesive transfer of electrophotographic images from a transfer 
sheet to a target substrate (abstract), discloses that following transfer, the image can be 
overcoated with a layer of clear, durable seal coat resin, i.e., a varnish (column 7, lines 19- 
22., column 10, lines 40-50). 

12. Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Brault in view of Fukushima et al. (US Patent No. 3,716,360). 

As set forth above in paragraph 7, Brault discloses forming a transfer sheet (24) with 
a pattern (18) formed on a release or remover layer (30). The pattern is transferred to 
another substrate using heat and pressure. While Brault does not specifically state the 
adhesive is transparent or semi-transparent, it is appreciate that in order for the indicia (18) 
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to be seen in the final product, the adhesive must be either transparent or semi- 
transparent. While Brault discloses using heat and pressure to effect the transfer, Brault 
does not teach using the heat of an iron as required by claim 7 . It would have been obvious 
to one having ordinary skill in the art at the time the invention was made that an iron is a 
well known method of heating and applying pressure to achieve the transfer in the method 
of Brault, this is shown for example in Fukushima where an electric iron is one alternative to 
soften the image to assist in the transfer operation. (Col. 3, lines 18-40.) 
13. Claims 13, 15-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Brault in view of Edwards (US Patent No. 3,334,003). 

Regarding claim 13 , as set forth above in paragraph 7, Brault discloses forming a 
transfer sheet (24) with a pattern (18) having an adhesive (22) applied onto the pattern 
(18). Brault specifically teaches that one type of adhesive can be a spray mount adhesive, 
but there is no specific teaching that brushing the adhesive on is an alternative. Edwards 
demonstrates that an obvious alternative to using a spray mount adhesive is to brush the 
adhesive onto the surface bearing the indicia to be transferred. It would have been obvious 
to one having ordinary skill in the art at the time the invention was made to brush the 
adhesive used in Brault, because Edwards teaches that spraying and brushing are 
functionally equivalent alternative expedient, both of which are known in the art. 

Regarding claim 15 , it is appreciated to an artisan, that an adhesive would have 
surface tension greater than that of water. The adhesive is not meant to flow or move a 
great deal across a surface, while water would flow easily and not remain in place. 

Regarding claim 16 , because a brush is being used to spread the adhesive in Brault 
in view of Edwards, the artisan would appreciate that the adhesive must have a surface 
tension which enables it to be spread. 
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Regarding claim 17 , Brault discloses that the transfer sheet (24, 26) may utilize a 
release layer ("remover layer") (30) disposed over the carrier sheet. 

14. Claim 14 is are rejected under 35 U.S.C. 103(a) as being unpatentable over Brault in 
view of Edwards as applied to claim 13 above, further in view of Fukushima et al. 

As set forth above in paragraphs 7 and 11 above, Brault discloses forming a transfer 
sheet (24) with a pattern (18). The pattern is transferred to another substrate using heat 
and pressure. While Brault discloses using heat and pressure to effect the transfer, Brault 
does not teach using the heat of an iron as required by claim 14 . It would have been 
obvious to one having ordinary skill in the art at the time the invention was made that an 
iron is a well known method of heating and applying pressure to achieve the transfer in the 
method of Brault in view of Edwards, this is shown for example in Fukushima where an 
electric iron is one alternative to soften the image to assist in the transfer operation. (Col. 
3, lines 18-40.) 

15. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Brault in 
view of Edwards as applied to claim 13 above, and further in view of Sandor. 

There is no discussion in Brault or Edwards of over-transferring, which is defined in 
applicant's specification as transferring an image onto another image. Sandor shows 
multiple images being transferred in Figure 2. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made that transferring an image on 
top of another image to achieve a desire effect of layered images, as shown in Sandor. 

16. Claims 19, 20, and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Brault in view of Edwards as applied to claim 13 above, and further in view of Edwards 
*131 (US Patent No. 4,994,131). 

Brault in view of Edwards does not discuss adding coloring to the adhesive. It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
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made to add a white paint or some other kind of coloring to the adhesive in Brault in view of 
Edwards, because one of ordinary skill in the art would appreciate that using paint in the 
adhesive can result in changing the resulting image which ends up being viewed. 
Furthermore, Edwards '131 teaches adding paint to the adhesive can result in a smoother 
finish to the surface. (Col. 5, line 42 through Col. 6, line 2.) 

Regarding claim 22 , it is appreciate that since a brush is used to apply the adhesive, 
that same brush could be used to mix the paint with the adhesive. 

17. Claims 21 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Brault in view of Edwards as applied to claim 13 above, and further in view of Sandor. 

Brault in view of Edwards does not specifically disclose, as per applicant claim 21 , 
that such a protective layer is applied over the transferred image after the transfer step has 
been carried out, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to provide the protective layer of Brault in view of Edawrds either 
simultaneously with transfer or as a subsequent step following transfer motivated by the 
fact that Sandor, also drawn to method for the adhesive transfer of electrophotographic 
images from a transfer sheet to a target substrate (abstract), discloses that following 
transfer, the image can be overcoated with a layer of clear, durable seal coat resin, i.e., a 
varnish (column 7, lines 19-22., column 10, lines 40-50). 

Response to Arguments 

18. Applicant's arguments filed 01 December 2005 have been fully considered but they 
are not persuasive. 

19. Regarding applicant's arguments on page 14 of the response, applicant argues Brault 
cannot anticipate claim 1, because the adhesive in Brault does not have a surface tension 
such that it moves smoothly on the patter, the examiner disagrees with this position. Since 
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the adhesive used in Brault is the same type used by applicant, it stands to reason, the 
adhesive would have the same property. While, Brault does not explicitly talk about the 
surface tension of the adhesive, it is implicit in the type of adhesive used and in the manner 
that Brault is using the adhesive. 

20. As for the argument on page 15 of the response, in particular that Brault does not 
have the capability of transferring patterns such they can overlay each other, again the 
examiner disagrees. Brault is merely drawn to transferring print images, there is nothing in 
Brault which would lead one to deduce the pattern is not "able to overlay on another" as 
required by the claim. 

21. Applicant is reminded that "[tjhere are three possible sources for a motivation to 
combine references: the nature of the problem to be solved, the teachings of the prior art, 
and the knowledge of persons of ordinary skill in the art." In re Rouffet, 149 F.3d 1350, 
1357, 47 USPQ2d 1453, 1457-58 (Fed. Cir. 1998). Obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either explicitly or 
implicitly in the references themselves or in the knowledge generally available to one of 
ordinary skill in the art. "The test for an implicit showing is what the combined teachings, 
knowledge of one of ordinary skill in the art, and the nature of the problem to be solved as 
a whole would have suggested to those of ordinary skill in the art." In re Kotzab, 217 F.3d 
1365, 1370, 55 USPQ2d 1313, 1317 (Fed. Cir. 2000). (See MPEP 2143.03.) 

Conclusion 

22. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sue A. Purvis whose telephone number is (571) 272-1236. 
The examiner can normally be reached on Monday through Friday 9am to 6pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher A. Fiorilla can be reached on (571) 272-1187. The fax phone 
number for the organization where this application or proceeding is assigned is 571-273- 
8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). 




Sue A. Purvis 
Primary Examiner 
Art Unit 1734 
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